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1. A request for continued examination under 37 CFR 1.114, including the fee set forth in 
37 CFR 1.17(e), was filed in this application after final rejection. Since this application is 
eligible for continued examination under 37 CFR 1.1 14, and the fee set forth in 37 CFR 1.17(e) 
has been timely paid, the finality of the previous Office action has been withdrawn pursuant to 
37 CFR 1.114. Applicant's submission filed on November 21, 2005 has been entered. 

2. The following is a quotation of the second paragraph of 35 U.S.C. 1 12: 

The specification shall conclude with one or more claims particularly pointing out and distinctly claiming the subject 
matter which the applicant regards as his invention. 

3. Claims 22-30 and 35-37 are rejected under 35 U.S.C. 112, second paragraph, as being 
indefinite for failing to particularly point out and distinctly claim the subject matter which 
applicant regards as the invention. 

It is unclear whether Applicant claims a tool per se, or a combination of a tool and a 
bicycle crank axle bolt/an axle bolt. 

4. The text of those sections of Title 35, U.S. Code not included in this action can be found 
in a prior Office action. 

5. Claims 22-24, 26-28, and 35-37, as best understood, are rejected under 35 U.S.C. 102(b) 
as being anticipated by Fultz (US Patent No. 5,445,483). 

Assuming arguendo that Applicant claims a tool per se: 

Regarding claim 22, Fultz teaches a tool 20 for a bicycle crank axle bolt comprising: 
a tool body 30; 

a plurality of splines 35 evenly circumferentially disposed on and extending 
radially outwardly from the tool body 30; and 
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a tool operating member 33 (Fig. 2) projecting radially outwardly from the tool 
body 30, wherein the tool operating member 33 is axially thinner than the tool body 30; 

wherein rotation of the tool operating member 33 rotates the plurality of splines 35 on the 
tool body 30. 

Claim 22 and other claims below are anticipated by Futz because Futz teaches each and 
every positively claimed element. On the one hand, referring the tool to the merely inferentially 
included elements or intended use elements such as the (bicycle crank) axle bolt is not accorded 
patentable weight. It is well settled that a recitation of the intended use of the claimed invention 
must result in a structural difference between the claimed invention and the prior art in order to 
patentably distinguish the claimed invention from the prior art. If the prior art structure is capable 
of performing the intended use, then it meets the claim. See In re Casey, 152 USPQ 235 (CCPA 
1967) and In re Otto, 136 USPQ 458, 459 (CCPA 1963). In the instant case, Fultz's tool 20 is 
capable of engaging the corresponding plurality of splines disposed on the bicycle crank axle 
bolt by engaging the splines 35 with corresponding splines of the axle bolt as seen in 
Nagano' 149. 

On the other hand, the functional limitations of applicant's claims are not given 
patentable weight when those limitations are inherent in the Futz reference. See In re Schreiber, 
44 USPQ2d 1429 (CAFC 1997)(A reference may be from an entirely different field of endeavor 
than that of the claimed invention or may be directed to an entirely different problem from the 
one addressed by the inventor, yet the reference will still anticipate if it explicitly or inherently 
discloses every limitation recited in the claims). In this case, since Fultz's tool is capable of 
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performing Applicant's functional statements by engaging with the bicycle crank bolt having 
corresponding splines, therefore, Applicant's claims are anticipated by Futz. 

Regarding claim 23, the tool operating member 33 has a disk shape. 

Regarding claim 24, the tool body 30 extends from a side surface (see Attachment 1) of 
the tool operating member 33. 

Regarding claim 26, the tool operating member 33 includes a gripping rim (at 33 in Fig. 
4. See Att. 1) extending from a side surface thereof. 

Regarding claim 27, the gripping rim 33 is disposed at a radially outermost portion of the 
tool operating member 33. 

Regarding claim 28, the tool body 30 extends from a first side surface (Att. 1) of the tool 
operating member 33, and wherein the gripping rim 33 extends from an opposite second side 
surface (Att. 1) of the tool operating member 33. 

Regarding claim 35, Fultz teaches a tool 20 for a bicycle crank axle bolt comprising: a 
tool body 30; a plurality of splines 35 circumferentially disposed on and extending radially 
outwardly from the tool body 30; a tool operating member 33 projecting radially outwardly from 
the tool body 30; and a gripping rim (at 33 in Fig. 4. See Att. 1) that projects axially away from 
a side surface (Att. 1) of the tool operating member 33, wherein the gripping rim (Att. 1) forms 
an axially outermost surface of the entire tool. 

Regarding claim 36, Fultz teaches a tool 20 for an axle bolt comprising a tool body 30; a 
plurality of splines 35 circumferentially disposed on and extending radially outwardly from the 
tool body 30; a tool operating member 33 including a gripping rim (Att. 1) projecting radially 
outwardly from the tool body 30; wherein the tool body 30 extends from a first side surface (Att. 
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1) of the tool operating member 33; and wherein a gripping rim (Att. 1) projects axially away 
from an opposite second side surface (Att. 1) of the tool operating member 33. 

Regarding claim 37, Fultz teaches a tool 20 for a bicycle crank axle bolt, the tool 
comprising: a tool body 30; a plurality of splines 35 circumferentially disposed on and extending 
radially outwardly from the tool body 30; and a tool operating member 33 extending radially 
outwardly from the tool body 30; wherein rotation of the tool operating member 20 rotates the 
plurality of splines 35 on the tool body 30. 

6. Claims 22-24, 26-28, and 35-37, as best understood, are rejected under 35 U.S.C. 103(a) 
as being unpatentable over Fultz (US Patent No. 5,445,483) in view of Nagano' 149 (EPO 
0512149 Al cited by Applicant). 

Assuming arguendo that Applicant claims a combination of a tool and a (bicycle crank) 
axle bolt: 

Regarding claims 22-24, 26-28, and 35-37, Fultz teaches the tool substantially as 
claimed. However, Fultz does not teach the tool in combination with the (bicycle crank) axle 
bolt. 

Nagano' 149 teaches the tool 9 in combination with the bicycle crank axle bolt 3 or 4 (id., 
col. 4, lines 13-44). The tool 9 comprises a tool body 12; a plurality of splines 12a 
circumferentially disposed on and extending radially outwardly from the tool body 12 and 
dimensioned so as to fit within the bicycle crank axle bolt 3 or 4; and a tool operating member 9a 
extending radially outwardly from the tool body 12 wherein rotation of the tool operating 
member 9a rotates the splines 12a on the tool body 12 to thereby rotate the bicycle crank axle 
bolt 3 or 4. 
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It would have been obvious to one having ordinary skill in the art at the time the 
invention was made to use Fultz's tool in combination with the bicycle crank axle bolt in order to 
rotate the bicycle crank axle bolt as taught or suggested by Nagano' 149. 

7. Claims 22-24 and 26-28, as best understood, are rejected under 35 U.S.C. 103(a) as being 
unpatentable over Nagano' 149 (EPO 0512149 A 1 cited by Applicant). 

Assuming arguendo that Applicant claims a combination of a tool and a (bicycle crank) 
axle bolt: 

Regarding claim 22, Nagano' 149 teaches a tool 9 (Fig. 3) for a bicycle crank axle bolt 3 
or 4 comprising: 

a tool body 12 (Figs. 3 and 8); 

a plurality of splines 12a evenly circumferentially disposed on and extending 
radially outwardly from the tool body 12 and dimensioned to engage a corresponding plurality of 
splines 1 la or 10a disposed on the axle bolt 3 or 4; and 

a tool operating member 9a projecting radially outwardly from the tool body 12; 
wherein the tool operating member 9a is axially thicker than the tool body 12 (Fig. 8). 

wherein rotation of the tool operating member 9a rotates the plurality of splines 12a on 
the tool body 12 to thereby rotates the axle bolt 3 or 4. 

Nagano' 149 teaches the tool as claimed. However, the tool operating member 9a is 
axially thicker instead of thinner than the tool body 12. 

To change the dimension of the tool operating member 9a such that it is axially thinner 
than the tool body 12 would have been a matter of choice in design since the claimed structure 
and the function it performs are the same as the prior art. In re Chu, 66 F.3d 292, 36 USPQ2d 



Application/Control Number: 10/751,247 Page 7 

Art Unit: 3682 

1089 (Fed. Cir. 1995). See also legal precedents regarding "Change in Size/Proportion" in 
MPEP 2144.04. 

It would have been obvious to one having ordinary skill in the art to change the 
dimension of Nagano' 149's tool operating member such that it is axially thinner than the tool 
body in order to rotate the axle bolt as a matter of choice in design. 

Regarding claim 23, the tool operating member 9a has a disk shape. 

Regarding claim 24, the tool body 12 extends from a side surface (see Attachment 2) of 
the tool operating member 9a. 

Regarding claim 26, the tool operating member 9a includes a gripping rim (at 9a in Figs. 
3 and 8. See Att. 2) extending from a side surface thereof. 

Regarding claim 27, the gripping rim 9a is disposed at a radially outermost portion of the 
tool operating member 9a. 

Regarding claim 28, the tool body 12 extends from a first side surface (Att. 2) of the tool 
operating member 9a, and wherein the gripping rim 9a extends from an opposite second side 
surface (Att. 2) of the tool operating member 9a. 

8. Claims 35-37, as best understood, are rejected under 35 U.S.C. 102(b) as being 
anticipated by Nagano' 1 49. 

Regarding claim 35, Nagano' 149 teaches a tool 9 for a bicycle crank axle bolt 3 or 4 
comprising: a tool body 12; a plurality of splines 12a circumferentially disposed on and 
extending radially outwardly from the tool body 12, a tool operating member 9a projecting 
radially outwardly from the tool body 12, a gripping grim 9a that projects axially away from a 
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(first) side surface (Att. 2) of the tool operating member 9a, wherein the gripping grim 9a forms 
an axially outermost surface of the entire tool 9 as seen in Figs. 6-9. 

Regarding claim 36, Nagano' 149 teaches a tool 9 for an axle bolt 3 or 4 comprising: a 
tool body 12; a plurality of splines 12a circumferentially disposed on and extending radially 
outwardly from the tool body 12, a tool operating member 9a including a gripping rim 9a 
projecting radially outwardly from the tool body 12, wherein the tool body 12 extends from a 
first side surface (Att. 2) of the tool operating member 9a; and wherein the gripping grim 9a 
projects axially away from an opposite second side surface (Att. 2) of the tool operating member 
9a (Figs. 6-9). 

Regarding claim 37, Nagano' 149 teaches a tool 9 for a bicycle crank axle bolt 3 or 4 that 
screws to a crank axle 5, 2, 1 wherein the crank axle 5, 2, 1 comprises a member 1 rotating as the 
bicycle is pedaled so that the crank axle bolt 3 or 4 attaches a crank arm 6a, 6b to the crank axle 
2, 1 so that the bicycle crank axle bolt 3 or 4 and the crank arm 6a, 6b rotate with the part 1 of 
the crank axle 5, 2, 1 as the bicycle is pedaled, the tool comprising: a tool body 12; a plurality of 
splines 12a circumferentially disposed on and extending radially outwardly from the tool body 
12 and dimensioned so as to fit within the bicycle crank axle bolt 3 or 4; and a tool operating 
member 9a extending radially outwardly from the tool body 12; wherein rotation of the tool 
operating member 9a rotates the plurality of splines 12a on the tool body 12 to thereby rotate the 
bicycle crank axle bolt 3 or 4. See col. 4, lines 13-44. 

9. Claims 25, 29, and 30, as best understood, are rejected under 35 U.S.C. 103(a) as being 
unpatentable over Nagano' 149. 
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Regarding claims 25 and 29, Nagano' 149 teaches a tool 9 for an axle bolt 3 or 4 
comprising: a tool body 12; a plurality of splines 12a circumferentially disposed on and 
extending radially outwardly from the tool body 12; and a tool operating member 9a projecting 
radially outwardly from the tool body 12 and longitudinally immovable relative to the tool body 
12; wherein the tool operating member 9a includes an outer peripheral surface/gripping rim. 

Nagano' 149 teaches the invention substantially as claimed. However, Nagano '149 does 
not teach the knurled outer surface/gripping rim of the operating member. 

It is common knowledge in the art to knurl the outer surface of Nagano' 149 in order to 
improve the gripping of the tool. The use of knurled outer surface is notoriously well known. 
See, e.g., the knurled outer surface 90 of USPN 4,545,691 issued to Kastan et al., or the knurled 
outer surface 14 of USPN 3,742,808 issued to Trembley. 

It would have been obvious to one having ordinary skill in the art at the time the 
invention was made to knurl the outer surface/gripping rim of Nagano' 149 in order to improve 
the gripping of the tool as taught or suggested by common knowledge in the art. 

Regarding claim 30, Nagano' 149 teaches the invention substantially as claimed. 
However, Nagano' 149 teaches a plurality of splines instead of eight splines. 

It is common knowledge in the art to choose Nagano' 149's plurality of splines to be eight 
splines in order to couple Nagano' 149's tool with the axle bolt. The use of eight splines is 
notoriously well known (see, e.g., eight splines in the tool 7 of US Patent No. 5,852,954 issued to 
Yamanka). See Sjolund v. Musland, 6 USPQ2d 2020, 2026 (CAFC)(to change a plurality of 
panels to a single panel is obvious). 
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It would have been obvious to one having ordinary skill in the art at the time the 
invention was made to choose the number of Nagano' 149' s splines to be eight splines in order to 
couple Nagano' 149' s tool with the axle bolt as taught or suggested by common knowledge in the 
art. The use of eight splines would have been a matter of choice in design since the claimed 
structure and the function it performs are the same as the prior art. In re Chu, supra. 
10. Claims 25, 29, and 30, as best understood, are rejected under 35 U.S.C. 103(a) as being 
unpatentable over Fultz. 

Regarding claims 25 and 29, Fultz teaches the invention substantially as claimed (see the 
rejection under 35 USC 102 based on Fultz above). However, Fultz does not teach the knurled 
outer surface/gripping rim of the operating member. 

It is common knowledge in the art to knurl the outer surface of Fultz in order to improve 
the gripping of the tool. The use of knurled outer surface is notoriously well known. See, e.g., 
the knurled outer surface 90 of USPN 4,545,691 issued to Kastan et al., or the knurled outer 
surface 14 of USPN 3,742,808 issued to Trembley. 

It would have been obvious to one having ordinary skill in the art at the time the 
invention was made to knurl the outer surface/gripping rim of Fultz in order to improve the 
gripping of the tool as taught or suggested by common knowledge in the art. 

Regarding claim 30, Fultz teaches the invention substantially as claimed. However, 
Fultz teaches a plurality of splines instead of eight splines. 

It is common knowledge in the art to choose Fultz's plurality of splines to be eight 
splines in order to couple Fultz's tool with the axle bolt. The use of eight splines is notoriously 
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well known (see, e.g., eight splines in the tool 7 of US Patent No. 5,852,954 issued to Yamanka). 
See Sjolund v. Musland, supra. 

It would have been obvious to one having ordinary skill in the art at the time the 
invention was made to choose the number of Fultz's splines to be eight splines in order to couple 
Fultz's tool with the axle bolt as taught or suggested by common knowledge in the art. The use 
of eight splines would have been a matter of choice in design since the claimed structure and the 
function it performs are the same as the prior art. In re Chu, supra. 

11. Applicant's arguments filed November 21, 2005 have been fully considered but they are 

not persuasive. 

At the outset, Applicant argued: 

Fultz discloses a clinch fastening nut used to fasten bolts to 
a metal sheet. As such, Fultz fails to disclose or suggest a tool for 
a bicycle crank axle bolt. There is no evidence that the plurality of 
splines (35) are dimensioned to engage a corresponding plurality 
of splines disposed on a bicycle crank axle bolt, wherein rotation 
of the tool operating member rotates the plurality of splines on the 
tool body to thereby rotate the bicycle crank axle bolt as recited in 
claims 22 and 37. Splines (35) are intended to nonrotatably couple 
the nut to a metal sheet, not to be used as a tool. Fultz also neither 
discloses nor suggests a gripping rim that projects axially away 
from a side of a tool operating member as recited in claims 35 and 
36, especially if flange (33) is interpreted to be a tool operating 
member. (Emphasis added). 

The Court has long laid Applicant's arguments to rest by pointing out that new use of old 
device is not patentable. See In re Schreiber, supra. Moreover, a single prior art reference that 
discloses, either expressly or inherently, each limitation of a claim invalidates that claim by 
anticipation. Minn. Mining & Mfg. Co. v. Johnson & Johnson Orthopedics, Inc., 976 F.2d 1559, 
1565 [24 USPQ2d 1321] (Fed. Cir. 1992). Thus, a prior art reference without express reference 
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to a claim limitation may nonetheless anticipate by inherency. See In re Cruciferous Sprout 
Litig., 301 F.3d 1343, 1349 [64 USPQ2d 1202] (Fed. Cir. 2002). "Under the principles of 
inherency, if the prior art necessarily functions in accordance with, or includes, the claims 
limitations, it anticipates." Id. (quoting MEHL/Biophile Int'l Corp. v. Milgraum, 192 F.3d 1362, 
1365 [52 USPQ2d 1303] (Fed. Cir. 1999). Moreover, "[i]nherency is not necessarily coterminous 
with knowledge of those of ordinary skill in the art. Artisans of ordinary skill may not recognize 
the inherent characteristics or functioning of the prior art." Id.; see also Schering Corp. v. 
Geneva Pharms., 339 F.3d 1373, 1377 [67 USPQ2d 1664] (Fed. Cir. 2003) (rejecting the 
contention that inherent anticipation requires recognition in the prior art) (citing In re 
Cruciferous Sprout Litig., 301 F.3d at 1351; MEHL/Biophile, 192 F.3d at 1366). 

In the instant case, albeit Fultz does not expressly disclose or suggest a tool for a bicycle 
crank axle bolt, however, Fultz' s clinch nut 20 is capable to use as a tool for a bicycle crank axle 
bolt or the like 23 as seen in Fig. 1 of Fultz. Moreover, Merriam-Webster's Collegiate 
Dictionary, Tenth Edition, 1999, defines "a tool" as "a handheld device that aids in 
accomplishing a task." Since Fultz' nut 20 clearly can be held by hand to aid in accomplishing a 
task such tightening the bolt 23 of Fultz, thus, it is a tool based on the customary and ordinary 
meaning of the term "tool." 

Second, Applicant argued that there is no evidence that the plurality of splines (35) are 
dimensioned to engage a corresponding plurality of splines disposed on a bicycle crank axle bolt, 
wherein rotation of the tool operating member rotates the plurality of splines on the tool body to 
thereby rotate the bicycle crank axle bolt as recited in claims 22 and 37. 
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It is well settled that a recitation of the intended use of the claimed invention must result 
in a structural difference between the claimed invention and the prior art in order to patentably 
distinguish the claimed invention from the prior art. If the prior art structure is capable of 
performing the intended use, then it meets the claim. In this case, Fultz's nut 20 is substantially 
identical to Applicant's so-called "tool" in Applicant's Fig. 10, therefore, Fultz's nut 20 is 
capable to rotate the axle bolt by engaging the splines of Fultz's nut 20 with the corresponding 
splines of the axle bolt of the bicycle as seen in Nagano' 149. 

Third, Applicant contended that Fultz's flange 33 is not the gripping rim. Nevertheless, 
contrary to Applicant's subjective observation, Fultz discloses or suggests a gripping rim that 
projects axially away from a side of a tool operating member as recited in claims 35 and 36. 
Indeed, Fultz's gripping rim is substantially identical to Applicant's gripping rim 474 in 
Applicant's Fig. 10. One having ordinary skill in the art plainly can grip the outer surface of 
Fultz's flange 33 by his/her hand, thus, that outer surface "reads on" Applicant's gripping rim. 
Applicant apparently uses an "ipsissimis verbis" test that requires the same terminology in the art 
in order to find anticipation. See footnote 1 1 of AKZO N. V. v. International Trade Commission, 1 
USPQ2d 1241, 1245 (CAFC 1986). It is well settled that an inventor can be his/her own 
lexicographer. Thus, Fultz does not need to use the same terminology as Applicant uses. Simply 
put, since one can grip the outer surface of the flange 33 of Fultz in the same manner as one can 
grip the rim 474 of Applicant, a fortiori, the outer surface of Fultz's flange 33 reads on the 
"gripping rim." 

Fourth, Applicant averred: 

Claim 37 has been amended to clarify that the tool is for a 
bicycle crank axle bolt that screws to a crank axle that rotates as 
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the bicycle is pedaled so that the crank axle bolt attaches a crank 
arm to the crank axle so that the bicycle crank axle bolt and the 
crank arm rotate with the crank axle as the bicycle is pedaled. 
Rotation of the tool operating member rotates the plurality of 
splines on the tool body to thereby rotate the bicycle crank axle 
bolt. Nagano discloses a tool (9) with a plurality of splines (12a) 
dimensioned to engage splines (10a) formed in a screw ring (3) 
that nonrotatably fastens an axle assembly to a bottom bracket (5) 
of a bicycle. Such a screw ring (3) is much larger than the 
unnumbered crank axle bolt shown in Nagano's Fig. 2 and does 
not rotate as the bicycle is being pedaled. Thus, Nagano neither 
discloses nor suggests the subject matter recited in amended claim 
37. (Emphasis added). 

As noted in MPEP 2111, during patent examination, claims are given their broadest 
reasonable interpretation consistent with the specification. It is proper to use the specification to 
interpret what the applicant meant by a word or phrase recited in the claim. However, it is not 
proper to read limitations appearing in the specification into the claim when these limitations are 
not recited in the claim. See In re Paulsen, 30 F.3d 1475, 1480, 31 USPQ2d 1671, 1674 (Fed. 
Cir. 1994); and Internet America Inc. v. Kee Vet Lab. Inc., 887 F.2d 1050, 1053, 12 USPQ2d 
1474, 1476 (Fed. Cir. 1989). (Emphasis added). It is well settled that anticipation law requires 
distinction be made between invention described or taught and invention claimed. It does not 
require that the reference "teach" what subject patent application teaches, it is only necessary 
that the claim under attack, as construed by the Court, "read on" something disclosed in the 
reference, i.e., all limitations of the claim are found in reference, or are "fully met" by it. 
Kalman v. Kimberly Clark Corp., 218 USPQ 781, 789 (CAFC 1983). 

In the case at hand, one can interpret that Nagano's crank axle comprises elements 5, 2, 
and 1 of Nagano. In this case, the axle bolt 3 or 4 is screwed to the member 5 of the crank axle 
5, 2, 1 as shown in Fig. 2. The rotation of the tool operating member 9a plainly rotates the 



Application/Control Number: 10/751,247 
Art Unit: 3682 



Page 15 



plurality of splines 12a on the tool body 12 to thereby rotate the bicycle crank axle bolt 3 or 4 as 
seen in Fig. 3. Therefore, Applicant's claim 37 is "fully met" by Nagano. 

Finally, the rejections based on Kanaan, Trembley, and Berecz are withdrawn in view of 
Applicant's amendment. Applicant's arguments regarding Kanaan, Trembley, and Berecz are 



For the foregoing reasons, Applicant's request to allow all claims is respectfully denied. 

12. Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Vinh T. Luong whose telephone number is 571-272-7109. The 
examiner can normally be reached on Monday - Thursday. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Richard Ridley, can be reached on 571-272-6917. The fax phone number for the 
organization where this application or proceeding is assigned is 571-273-8300. 

Information regarding the status of an application may be obtained from the Patent 
Application Information Retrieval (PAIR) system. Status information for published applications 
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[57] 



ABSTRACT 



A female clinch fastener adapted to be secured to a 
sheet by cold-forming includes a generally tubular body 
having a plurality of circumferentially distributed 
splines. Longitudinally extending portions of the splines 
are adapted to be displaced by cold-forming or a peeling 
action to form a laterally extending flange along a me- 
dial portion of the tubular body. The clinch fastener 
also preferably includes a laterally extending flange at 
one end cooperating with the cold-formed flange to 
secure the fastener within a pilot, or collar, formed at an 
opening in the sheet to which the clinch nut is secured. 
The splines adjacent the end flange are also secured 
within the pilot of the sheet and prevent rotation of the 
clinch fastener. The tubular body also preferably has a 
second end portion being tapered to serve as a guide 
surface to facilitate alignment with an opening in the 
sheet during installation, and also serves as a guide 
surface for beginning the cold-forming, or peeling, of 
the splines to form the flange in the medial portion of 
the tubular body. 
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